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DECISION ON APPLICATION 
FOR PATENT TERM ADJUSTMENT 



This is a decision in response to the "Application for Patent Term Adjustment Under 37 C.F.R. 
1.705" filed February 1, 2010. Applicants request the initial determination of patent term 
adjustment be corrected from twenty (20) days to at least two hundred ninety-six (296) days. 

The application for patent term adjustment is dismissed. 

The Office issued a Determination of Patent Term Adjustment under 35 U.S.C. § 1 54(b) 
advising Applicants of a patent term adjustment to date of 20 days on October 30, 2009. 
Applicants timely filed this application for patent term adjustment with payment of the issue fee 
on February 1, 2010. 

Applicants request the patent term adjustment be corrected to 296 days. Applicants argue the 
patent term adjustment should be increased 151 days under 37 C.F.R. § 1 .702(b) and argue the 
Office improperly entered a reduction of 125 days under 37 C.F.R. § 1.704(c)(7). 

The Request for an Increase to Patent Term Adjustment for Delay 
Under 37 C.F.R. $ 1.702(b) is Premature. 

To the extent applicants request reconsideration of the patent term adjustment as it relates to the 
Office's failure to issue the patent within 3 years of the filing date, the request is premature. 

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of 
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years. 
See 37 C.F.R. § 1.702(b). (This is true even where a request for continued examination (RCE) 
was filed). The computer will not undertake the 37 C.F.R. § 1 .702(b) calculation until the actual 
date of issuance of the patent has been determined. Likewise, the computer will not calculate 
any further Office delay under 37 C.F.R. § 1.702(a)(4) or applicant delay under 37 C.F.R. 
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§ 1 .704(c)(10) until the actual date of issuance of the patent has been determined. As such, the 
Office can not make a determination on the correctness of the patent term adjustment until the 
patent has issued. 

Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37 
C.F.R. § 1.705(b) based on the initial determination of patent term adjustment and a projected 
issuance date of the patent (or even the filing date of the request for continued examination) is 
premature. Rather than file an application for patent term adjustment under 37 C.F.R. § 1 .705(b) 
contesting the 37 C.F.R. § 1.702(b) calculation at the time of the mailing of the notice of 
allowance, an applicant may wait until the time of the issuance of the patent and file a request for 
reconsideration of the patent term adjustment pursuant to 37 C.F.R. § 1.705(d). 

As the USPTO does not calculate the amount of time earned pursuant to 37 C.F.R. § 1.702(b) 
until the time of the issuance of the patent, the Office will consider any request for 
reconsideration of the patent term adjustment due to an error in the calculation of 37 C.F.R. § 
1 .702(b) to be timely if the request for reconsideration is filed within two months of the issuance 
of the patent. However, as to all other bases for contesting the initial determination of patent 
term adjustment received with the notice of allowance, applicant must timely file an application 
for patent term adjustment prior to the payment of the issue fee. 1 

Any request for reconsideration of the patent term adjustment indicated on the patent must be 
timely filed within 2 months after issuance pursuant to 37 C.F.R. § 1 .705(d) and must include 
payment of the required fee under 37 C.F.R. § 1.18(e). 

The Office Properly Entered a 125-Day Reduction for Delay Under 37 C.F.R. § 1.704(c)(7). 

Applicants object to the entry a 125-day reduction in patent term adjustment as a result of papers 
filed May 30, 2008, and September 3, 2008. The Office has reviewed the record and determined 
the 125-day reduction is warranted pursuant to 37 C.F.R. § 1.704(c)(7). 

Background 

Claim 46 was added by an amendment filed October 31, 2007. Claim 46 depends on Claim 45, 
which depends on independent Claim 1 . 

The Office mailed a non-final Office action on February 19, 2008. The Office action stated, 

Claims 1-1 1 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knoblock et al. ... in view of Rivette.... 



1 For example, if applicant disputes both the calculation of patent term adjustment under 37 C.F.R. § 1.702(a)(1) for 
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on 
which the application was filed and under 37 C.F.R. § 1.702(b) for Office failure to issue a patent within three years 
of the actual filing date of the application, then applicant must still timely file an application for patent term 
adjustment prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office 
action or notice of allowance. See 37 C.F.R. § 1.705(b) and 35 U.S.C. § 154(b)(3)(B). A dispute as to the 
calculation of the period of delay under 37 C.F.R. § 1.702(a)(1) raised on request for reconsideration of patent term 
adjustment under 37 C.F.R. § 1.705(d) will be dismissed as untimely filed. 
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Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over Knoblock ... in 
view of Rivette ... and further in view of Chang. 

A reply to the Office action was filed May 30, 2008. The reply amended Claim 1 , and as a 
result, indirectly amended Claim 46. Although the remarks section of the reply did not 
specifically address Claim 46, the remarks section stated, 

Applicant asserts ... numerous ... dependent claims recite further distinctions over the 
cited art. However, since the rejection has been shown to be unsupported for the 
independent claims, a further discussion of the dependent claims is unnecessary at this 
time. Accordingly, Applicant respectfully requests withdrawal of the § 103(a) rejection. 

The Office mailed a Notice of Non-Compliant Amendment on September 3, 2008. The Notice 
stated the reply was not fully responsive because the reply failed to respond to the ground of 
rejection for Claim 46. 

A reply to the Notice of Non-Compliant Amendment was filed October 2, 2008. The only 
discussion of Claim 46 consisted of two paragraphs in the Remarks section of the reply. The 
Remarks section stated, 

The Notice of Non-Compliant Amendment indicates that the previously submitted 
response was not fully responsive regarding the ground of rejection for claim 46. 
Applicant respectfully submits that this claims is a dependent claim and that Applicant 
had addressed the corresponding independent claim in the previous response. However, 
[this reply] specifically indicate[s] the arguments of claim 1 apply to claim 46.... 

Applicant submits that claim 46 is allowable since the corresponding independent claim 
(1) has been shown to be allowable over the prior art. Additionally, Applicant asserts 
numerous ... dependent claims recite further distinctions over the cited art. However, 
since the rejection has been shown to be unsupported for the independent claims, a 
further discussion of the dependent claims is unnecessary at this time. 

Discussion 

When calculating the patent term adjustment listed in the Notice of Allowance, the Office 
entered a 125-day reduction under 37 C.F.R. § 1.704(c)(7) for the time period from May 31, 
2008, to October 2, 2008. Applicants argue the 125-day reduction is improper because the May 
30, 2009 reply fully responded to the February 19, 2009 Office action. Applicants' arguments 
have been considered, but not found persuasive. 

Pursuant to 37 C.F.R. § 1.704(c)(7), the following conduct will result in a reduction in patent 
term adjustment: 

Submission of a reply having an omission (§1.1 35(c)), in which case the period of 
adjustment set forth in § 1.703 shall be reduced by the number of days, if any, beginning 
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on the day after the date the reply having an omission was filed and ending on the date 
that the reply or other paper correcting the omission was filed. 

As shown by the parenthetical language in 37 C.F.R. § 1.704(c)(7), replies that can result in a 
reduction under 37 C.F.R. § 1.704(c)(7) include replies under 37 CFR 1.135(c). 2 In other words, 
a reply which is substantially complete and a bona fide attempt to advance the application to 
final action can warrant a reduction under 37 C.F.R. 1.704(c)(7). 

The requirements that must be met in order for a reply to a non-final Office action to be fully 
responsive are set forth in 37 C.F.R. § 1.1 1 1(b) which states, with emphasis, 

In order to be entitled to reconsideration or further examination, the applicant or patent 
owner must reply to the Office action. The reply by the applicant or patent owner must 
be reduced to a writing which distinctly and specifically points out the supposed errors in 
the examiner's action and must reply to every ground of objection and rejection in the 
prior Office action. The reply must present arguments pointing out the specific 
distinctions believed to render the claims, including any newly presented claims, 
patentable over any applied, references.... A general allegation that the claims define a 
patentable invention without specifically pointing out how the language of the claims 
patentably distinguishes them from the references does not comply with the requirements 
of this section. 

The scope of 37 C.F.R. § 1 . 1 1 1(b) is not limited to independent claims. In other words, a reply 
must present arguments pointing out specific differences between each of the claims, including 
dependent claims, and the references applied by the examiner. 

A discussion of a dependent claim is necessary when responding to a non-final Office action 
because, if the examiner continues to believe the corresponding independent claim is not 



2 See also Changes to Implement Patent Term Adjustment Under Twenty-Year Patent Term] Final Rule, 65 Fed. 
Reg. 56,366, 53,385 (September 18, 2000), 1239 Off. Gaz. Pat. Office 14 (October 3, 2000), which states, 

If a reply is filed that does not address each and every objection, rejection or other requirement made by the 
examiner, then the reply is not responsive to the Office action and the time between the filing of the 
incomplete reply and the date the omission was supplied is the period of time in which applicant's actions 
resulted in the Office not being able to complete processing or examination of the application. 

While Office practice is to treat a bona fide but non-responsive reply by issuing a notice setting a one- 
month (or thirty-day) period for reply and permitting applicants to obtain up to five additional months 
under § 1.136(a), the Office could have changed this practice (as part of implementing the patent term 
adjustment provisions of the American Inventors Protection Act of 1999) to set a one-month (or thirty-day) 
non-extendable period for supplying omissions in a reply. The Office elected to retain the relatively liberal 
practice for treating such non-responsive replies. To provide applicants with this extended period within 
which to supply an omission, however, the Office must provide that any patent term adjustment will be 
reduced by the period of time between the date the incomplete reply was filed and the date the omission 
was supplied. Since both the filing of a reply that is complete and the filing of any supplement necessary to 
a reply having an omission are within the control of the applicant, there is no need for a four-month upper 
limit. 
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patentable, the examiner will need to address the issue of whether or not the dependent claim 
contains separate patentable subject matter. 

An examiner does not need to determine if a dependent claim contains separate patentable 
subject matter if a party explicitly concedes a dependent claim is not separately patentable from 
an independent claim. Therefore, //Applicants had stated the subject matter of Claim 46 was 
only patentable if Claim 1 was patentable, a separate discussion of Claim 46 might well have 
been unnecessary. However, Applicants' reply did not include such a statement. Instead, 
Applicants' reply appears to assert numerous dependent claims are separately patentable from 
the independent claims. Specifically, the reply stated, "Applicant asserts ... numerous ... 
dependent claims recite further distinctions over the cited art." 

The May 30, 2008 reply does not specifically point out how the subject matter of Claim 46 is not 
obvious in view of the three references cited by the examiner. For example, the reply does not 
mention the Chang reference cited by the examiner when rejecting Claim 46. Therefore, the 
May 30, 2008 reply fails to satisfy the requirements set forth in 37 C.F.R. § 1.111 and the 
reduction under 37 C.F.R. § 1.704(c)(7) was proper. 



The request for an increase in patent term adjustment under 37 C.F.R. § 1.702(b) is premature. 
Applicants have failed to establish the 125-day reduction in patent term adjustment entered 
pursuant to 37 C.F.R. § 1.704(c)(7) was improper. 

In view of the prior discussion, the patent term adjustment as of the date the Office issued the 
Notice of Allowance remains 20 days. 

Submission of the $200.00 fee set forth in 37 C.F.R. § 1.18(e) is acknowledged. No additional 
fee is required. 

Applicants are reminded any Office delays pursuant to 37 C.F.R. §§ 1 .702(a)(4) and 1 .702(b) 
and any applicant delays under 37 C.F.R. § 1.704(c)(10) will be calculated at the time the patent 
issues. The Issue Notification letter mailed approximately three weeks prior to issuance of the 
patent will inform Applicants of any revised patent term adjustment to be indicated on the patent. 

The Office of Data Management has been advised of this decision. This matter is being referred 
to the Office of Data Management for issuance of the patent. 

Telephone inquiries specific to this decision should be directed to Senior Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Conclusion 




Anthon^Knighr 
Director 
Office of Petitions 



